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To: 



Subject: 



Dear Sir or Madzmie: 



Office of Initial Patent Examination 
Washington, D.C. 20231 

EFS error and request thereof 



RECEIVED 

AUG 2 6 2002 
Technotogy Center 2600 



An error has arisen in the course of electronically filing a nonprovisional patent 
application. The error arose due to confusion with the user interface of the USPTO's 
Electronic Filing System (EFS). This error resulted in two filings for the same 
application, with a consequent issuance of two filing receipts, and deduction from a 
deposit account the filing and assignment fees for two applications. A request that the 
first, unintentional filing be stricken from the record, and that a corresponding credit 
to the deposit account for the fees thereof, is requested. The facts of the case are 
outlined below. 



On 06/26/2002, an electronic filing procedure was initiated to file a nonprovisional 
30 patent application, attorney docket number VI AP0038USA. In the course of the filing, 
a screen similar to the one presented on page "1" (page numbers are indicated with red 
encircled numerals) was generated. Unfortunately, an error was detected while data 



1 



was being uploaded to the USPTO. Specifically, it was noted that the title had been 
garbled, the first word "Method" reading "Methmethod". Consequently, the "Cancel" 
button (indicated by red arrow on page "1") was pressed, in the belief that this would 
cancel the filing procedure. This belief was erroneous. This was not, however, known 
5 at the time. A bit later and on the same day, with the title corrected, a new EFS filing 
procedure was performed and completed for the case. 

Page "2" is a printout of information obtained from the USPTO regarding the 
so-called "Acknowledgement Receipt". It was our belief, based upon this information, 

10 that if an Acknowledgment Receipt acknowledged the successful upload of data, then 
lack of such a receipt would indicate that no successful upload of data had occurred, 
and hence no EFS procedure had been completed. When the "Cancel" button of page 
"1" had been pressed, the EFS procedure appeared to have been canceled, and no 
Acknowledgment Receipt was received. It was assximed, then, that no EFS procedure 

15 had, in fact occurred. A subsequent EFS procedure, fully completed, resulted in the 
corresponding Acknowledgment Receipt of page "3". The upshot of this is that it was 
assumed, based upon the received data and the assumption that the "Cancel" button 
really does cancel the EFS procedure, that only one filing procedure had occurred. 

20 However, on 07/29/2002, much to our surprise, we obtained two filing receipts for the 
same nonprovisional application. The first filing receipt, page "4" and bearing the 
application number 10/064,258, must have arisen as a result of the allegedly canceled 
first EFS procedure, as it contains the garbled title (with a portion thereof encircled in 
red). The second filing receipt, page "5" and having application number 10/064,259, 

25 must be in response to the second, fully completed EFS procedure, as it contains the 
corrected title. 

Some time later the deposit account used for the above filing(s) was checked, deposit 
account number 500801. The output of this is shown on pages "6a", "6b" and "6c". In 
30 particular, though, attention is drawn to the highlighted portions of page "6c". Arrow 
"a" indicates the deduction of filing fees for the unintentional and unwanted first filing 
procedure, the procedure that was thought to have been canceled. Arrow "b" indicates 
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the deduction of assignment fees for the unintentional and unwanted first filing 
procedure. The total fees for misinterpreting the meaning of the "Cancel" button on 
page "1" thus amounts to $780.00. If it had been known that the first filing process 
was not actually canceled (i.e., that application 10/064,258 actually existed and would 
5 be charged for), correction to the title could have been done for free by way of 
amendment. 

To my knowledge, there are currently no procedures in place within the MPEP to 
account for this problem, as the problem is unique to the EFS. I do not feel that a 

10 proper analogy can be drawn from standard mailing procedures. The relatively 
instantaneous feedback of the EFS tends to imply the occurrence of actions that the 
slower mailing procedure simply cannot. For example, one can only be certain that a 
case was received and filed by the USPTO in a normal mailing procedure upon 
receiving the Filing Receipt, which occurs weeks later, and which can be lost in the 

15 mail. However, vsdth the EFS, one is instantly assured that a case was filed by 
reception of the Acknowledgment Receipt, and there is no reason to believe that such 
an Acknowledgment Receipt could be "lost" in the electronic exchange. The simple 
act of not getting the Acknowledgment Receipt seems therefore to imply that a case 
has not been filed, and implies this in a manner that is much stronger than not 

20 receiving a Filing Receipt would in a typical mailing procedure. However, if an 
analogy must be drawn, then pressing the "Cancel" button of page "1" should 
essentially be like removing correspondence from a postal service outbox, preventing 
the correspondence from reaching the USPTO in the first place. 

25 In short, it is requested that the first, inadvertent filing, application number 1 0/064,258, 
as shown on page "4", be canceled. This is not a request for express abandonment, but 
is instead a request that the case be considered as never filed in the first place. 
Something that has not been filed cannot be abandoned, and should therefore have no 
associated service fees. The second, correct filing, application number 10/064,259, as 

30 shown on page "5" is to be kept. Further, it is requested that the filing fee of $740.00, 
and the assignment fee of $40.00, associated with the inadvertent filing, be credited 
back to the deposit account for NAIPO, account number 500801 . 
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Finally, we would respectfully suggest that future versions of the EFS contain some 
sort of verification procedure to avoid the above-indicated problem. For example, if 
the "Cancel" button is pressed, the EFS should indicate that the entire procedure has 
5 been canceled and that no filing will thus result, or otherwise indicate that an 
application has nonetheless been filed, and fees thereof will be deducted from the 
deposit account. Alternatively, the USPTO may consider a final "Are you absolutely 
certain?" step that must be confirmed prior to final acceptance of uploaded 
information. 

0 

My regards. 




Date: g/W^^^^ 



1 5 Mord Michael Lewis, Patent Agent No.50,478 

P.O. BOX 506 
Merrifield, VA22116 
U.S.A. 

e-mail: mikelewis@naipo.com.tw 
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